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Before Walters, Rogers and Wal sh, Admi nistrative Trademark
Judges.

Opinion by Walters, Adm nistrative Tradenmark Judge:

Sierra Design Goup has filed an application to
regi ster the mark AMERI CAN HERCES, in standard character
format, on the Principal Register for “gam ng equi pnment,
nanely, slot machines wth or w thout video output, electro-

mechani cal gam ng machi nes, el ectronic ganing nachines.”?

! The examining attorney originally assigned to this application was
Verna Beth Ririe

2 Serial No. 78172916, in International Cass 9, filed October 15, 2002
based on an allegation of a bona fide intention to use the mark in
conmerce. The application as originally filed included “interactive

vi deo ganes of virtual reality conprised of conputer hardware and
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The Trademark Exam ning Attorney has issued a final
refusal to register under Section 2(d) of the Trademark Act,
15 U. S.C. 1052(d), on the ground that applicant’s mark so
resenbl es the mark AMERI CAN HERCES CCOLLECTION, in standard
character format, previously registered for “conputer gane
software,”® that, if used on or in connection with
applicant’s goods, it would be likely to cause confusion or
m st ake or to deceive.

Appl i cant has appeal ed. Both applicant and the
exam ning attorney have filed briefs, but an oral hearing
was not requested. W affirmthe refusal to register.

The exam ning attorney contends that the narks are
“highly simlar”; that AMERI CAN HEROCES is the dom nant
portion of the mark in the cited registration, as the term
COLLECTION has little source-identifying significance and is
di sclai med; and that, conparing the marks in their
entireties, the points of simlarity are of greater
significance than the points of difference. |In support of
her contention that COLLECTION is nerely descriptive, the
exam ning attorney submtted a definition from an

unidentified dictionary of “collection” as, inter alia, “a

software; video game machines for use with televisions” in the
identification of goods, but this was deleted following the refusal to
register.

3 Registration No. 2768209 issued Septenber 23, 2003, to THQ Inc., in
International Class 9. The registration includes a disclainmer of
COLLECTION apart fromthe nmark as a whol e.
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group of objects or works to be seen, studied or kept
together”; and copies of third-party registrations for marks
i ncluding the term COLLECTION, for various itens of conputer
software and ganes, either disclainmed or registered under
Section 2(f) of the Trademark Act or on the Suppl enental

Regi ster.

The exam ning attorney contends that the goods are
closely rel ated because “software is used to program and run
el ectroni ¢ gam ng nmachi nes such as those used in casinos,
and conputer gane software with casino ganes is marketed for
home use” (brief, p. 4); that “it is common for the sane
source to provide both conputer gane software and gam ng
machi nes” (id.); and that “gam ng machi nes nust be
consi dered part of registrant’s natural field of expansion”?
(brief, p. 5).

The exam ning attorney submtted third-party
regi strations and excerpts fromvarious Internet websites in
support of her position that “conputer software featuring
casi no slot machi nes and ot her casino ganes are sold
directly to consuners for use on hone conputers.” O the
twelve third-party registrations, nine registrations
identified various itens of gam ng equi pnent and software

used in connection therewith. The nature of the software

4 The examining attorney provided no evidence or explanation for the
argument regardi ng zone of natural expansion. It is of no obvious nerit
and, thus, has not been consi dered.
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listed in the remaining three registrations, which al so
i ncl uded gam ng apparatus, is unclear. However, the
excerpts fromvarious websites, also of record, show
conputer software, for sale to general consuners, that
essentially sinmulate casino ganes. The follow ng are
several exanpl es:

Monopoly Casino ...Vegas Edition is a conplete
casino sinulation that features a variety of

cl assi c gam ng experiences, including blackjack,
craps, roulette, and keno, all in an amazing 3-D
world. Players will feel like they're standing in
front of their favorite gam ng tabl es.

[ www. yahoo. com

Masque 101 Bally Slots — Play 100 of the nost
popul ar Bally Gam ng sl ot machines fromthe
casi no. [www. cl ubrmac. com

Sierra On-Line Casino Deluxe 2 — Face the
intensity, allure and passion of authentic casino
ganbling — with a secret weapon — on-screen

prof essi onal advice. Features 6 slot machines, 4
vi deo poker ganes ...create a realistic casino
feel. [ww.digitalriver.conj

Casi no Master — Casino software that teaches smart
casi no play, casino rules, casino instruction, and
i nproves your chances of w nning! Play and
practice 11 casino software ganes.

[ ww. bi gdaddysof t war e. conj

Trunp Castle 3 — This all new generation of

ganbling software offers nore ganes, nore features

and nore realistic action than ever before ...the

nmost aut hentic casino simulation on the nmarket

t oday! [www. ebay. com

Appl i cant contends that, when viewed in their
entireties, the two marks are “quite distinct” due to the
addition of the last word COLLECTION to the mark in the

cited registration. In support of its position that its
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goods are very different fromthose identified in the cited
registration, applicant explains that it sells legalized

gam ng equi pnent which can be sold only to a |Iicensed casi no
in a regulated gamng jurisdiction; that “a gane used in the
gam ng i ndustry nust be approved by either the respective
state gam ng conmm ssion or a tribal gam ng authority and
sold to an entity licensed by either of those entities”
(brief, p. 5); that the cited registration does not include
gam ng equi pnent or software; that software for “ganmes” is
very different fromsoftware for “gamng”; and that the
excerpts submtted by the exam ning attorney are inapposite
because they all “relate to ganmes people can play in their
homes or on their conputers — there does not appear to be a
real or live gam ng or wagering elenent to the ganes”

(brief, p. 6).

Appl i cant argues, further, that the trade channels and
purchasers for the respective products are entirely
different, as its products are sold directly to discerning
and sophi sticated purchasing agents for casinos or approved
gam ng | ocati ons, whereas gane software is sold to the
general public in the usual retail outlets for such
products. Applicant notes that the purchasers of its
products know exactly who are the manufacturers in the
gam ng industry; that the equipnent is usually tested by the

prospective purchaser before purchasing it for a casino; and
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t hat such sales entail discussions over several nonths.
Menbers of the general public would not purchase applicant’s
products; rather, such people would travel to a casino to

pl ay, not purchase, applicant’s products. Applicant states
that a player famliar with registrant’s gane is not |ikely
to believe that applicant’s gane at a casino is rel ated
thereto and, even if such confusion occurred, after one gane
the player would surely recogni ze that both products do not
come fromthe same source.

Qur determ nation under Section 2(d) is based on an
analysis of all of the probative facts in evidence that are
relevant to the factors bearing on the Iikelihood of
confusion issue. See Inre E. I. du Pont de Nenours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See also, In re
Maj estic Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQRd
1201 (Fed. G r. 2003). 1In considering the evidence of
record on these factors, we keep in mnd that “[t] he
fundanental inquiry nmandated by Section 2(d) goes to the
cumul ative effect of differences in the essenti al
characteristics of the goods and differences in the marks.”
Federat ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24, 29 (CCPA 1976); In re D xie Restaurants
Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed. G r. 1997); and In

re Azteca Restaurant Enterprises, Inc., 50 USPQd 1209 (TTAB
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1999) and the cases cited therein. The factors deened
pertinent in this proceeding are di scussed bel ow.

We turn, first, to a determ nation of whether
applicant’s mark and the registered mark, when viewed in
their entireties, are simlar in terns of appearance, sound,
connotation and commercial inpression. The test is not
whet her the marks can be distingui shed when subjected to a
si de-by-si de conparison, but rather whether the marks are
sufficiently simlar in terns of their overall conmerci al
i npressions that confusion as to the source of the goods or
services offered under the respective marks is likely to
result. The focus is on the recollection of the average
purchaser, who normally retains a general rather than a
specific inpression of trademarks. See Sealed Air Corp. v.
Scott Paper Co., 190 USPQ 106 (TTAB 1975). Furthernore,
al though the marks at issue nmust be considered in their
entireties, it is well settled that one feature of a mark
may be nore significant than another, and it is not inproper
to give nore weight to this dom nant feature in determning
the commercial inpression created by the mark. See In re
National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. G r
1985) .

Applicant’s mark is identical to the first two terns in
the regi stered mark, AMERI CAN HEROES. G ven the descriptive

nature of the term COLLECTI ON, whi ch has been disclained in
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the regi stered mark, AMERI CAN HERCES is the dom nant portion
t hereof, and the term COLLECTION is insufficient to

di stinguish the marks. There is absolutely no evidence in
this record regarding third-party use or registration of
AMERI CAN HEROCES or simlar marks for rel ated goods, which
mght, if it were present, indicate that the registered mark
may be a weak mark. Thus, considering the marks in their
entireties, we find that the marks are substantially simlar
and that, if used to identify simlar or related products,
confusion as to source is |likely.

Turning to consider the goods involved in this case, we
note that the question of |ikelihood of confusion nust be
determ ned based on an anal ysis of the goods or services
recited in applicant’s application vis-a-vis the goods or
services recited in the registration, rather than what the
evi dence shows the goods or services actually are. Canadi an
| nperial Bank v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQd
1813, 1815 (Fed. Cir. 1987). See also, Cctocom Systens,

Inc. v. Houston Computer Services, Inc., 918 F.2d 937, 16
UsPQ2d 1783 (Fed. Gir. 1992); and The Chicago Corp. v. North
Aneri can Chicago Corp., 20 USPQd 1715 (TTAB 1991).

It is true that registrant's goods and applicant's
goods are distinctly different products. However, the
guestion is not whether purchasers can differentiate the

goods t hensel ves but rather whether purchasers are likely to
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confuse the source of the goods. See Helene Curtis

| ndustries Inc. v. Suave Shoe Corp., 13 USPQ2d 1618 (TTAB
1989). Thus, it is not necessary that the goods of the
applicant and registrant be simlar or even conpetitive to
support a finding of likelihood of confusion. It is
sufficient if the respective goods are related in sone
manner and/or that the conditions surrounding their

mar keting are such that they would be encountered by the
sane persons under circunstances that could, because of the
simlarity of the marks used thereon, give rise to the

m st aken belief that they emanate fromor are associ ated
with, the same source. See In re A bert Trostel & Sons Co.,
29 USPQ2d 1783 (TTAB 1993).

Because applicant enphasi zes the differences between
“ganes” and “gam ng,” we take judicial notice of the
followi ng definitions from Merriam Wbster’s Col |l egi ate
Dictionary, 11'" ed., 2003:

Gane: la(l) — activity engaged in for diversion
or anmusenent; play (2) the equipnent for a gane.

Gaming: 1 — the practice of ganbling; 2a — the

pl ayi ng of ganes that sinmulate actual conditions ...

b — the playing of video ganes.
The identification of goods in the cited registration is
extrenely broad, “conmputer gane software,” and coul d be
considered to enconpass gane software played on hone

conputers or machi nes dedicated to game playing (e.qg.,

Sony’s PlayStation 2), as well as software for the gam ng
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machi nes identified in the application. Mreover, the
evidence clearly establishes that nmany of the sane ganes
pl ayed at casi nos and other gam ng establishnents are
avai l able in software packages for the hone user. The
evi dence includes nunerous third-party registrations that
i ncl ude bot h gam ng equi pnent and gane software for use in
connection therewith.® Thus, we conclude that the goods are
closely rel ated.

Appl i cant argues that the casinos and gam ng
establi shnments that purchase applicant’s goods do so with
know edge and great care. However, we note that the
ultimate users of the gam ng machi nes at casi nos represent
that portion of the general public perhaps nost likely to
purchase ganme software packages that include versions of the
sane ganes played at gam ng establishnments. A player
famliar with applicant’s gane at a casino is likely to
believe that registrant’s gane software is related thereto,
because they emanate fromthe sane source, or have commobn
sponsor shi p.

In addition, because the identification of goods in the

cited registration is broad enough to enconpass gane

° Although third-party registrations which cover a nunber of differing
goods and/or services, and which are based on use in commerce, are not
evi dence that the marks shown therein are in use on a comercial scale
or that the public is famliar with them such registrations
nevert hel ess have sone probative value to the extent that they nay serve
to suggest that such goods or services are of a type which may emanate
froma single source. See In re Albert Trostel & Sons Co., 29 USPQd
1783 (TTAB 1993); In re Miucky Duck Mustard Co. Inc., 6 USPQ@d 1467 (TTAB
1988).

10
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software for use in gam ng machi nes at casi nos, such goods
woul d be sold to the sane class of purchasers as applicant's
goods. Even though such purchases may be nmade by

know edgeabl e persons, we note that sophisticated,

know edgeabl e purchasers are not inmune from confusion when
the marks are as simlar as these marks and the goods with
whi ch they are used are as closely related as the goods
herein. See In re Ceneral Electric Conpany, 180 USPQ 542
(TTAB 1973).

Therefore, we conclude that in view of the substanti al
simlarity in the comercial inpressions of applicant’s
mar k, AMERI CAN HERCES, and registrant’s mark, AMERI CAN
HEROES COLLECTI QN, their contenporaneous use on the goods
involved in this case is likely to cause confusion as to the
source or sponsorship of such goods.

Deci sion: The refusal under Section 2(d) of the Act is

af firned.
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